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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
2/16/2010 has been entered. 

2. Claims 1-14 and 23 have been cancelled. Claims 15-22 and 24-33 are pending 
for consideration. 

Drawings 

3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 

description: 25 (see FIG 3). 

4. The drawings are objected to as failing to comply with 37 CFR 1 .84(q) because 
they include lead lines which cross each other (see FIGS 3 and 4). 

5. Corrected drawing sheets in compliance with 37 CFR 1.121 (d), or amendment to 
the specification to add the reference character(s) in the description in compliance with 
37 CFR 1 .121(b) are required in reply to the Office action to avoid abandonment of the 
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application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121 (d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which It pertains, or with which It Is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the Inventor of carrying out his Invention. 

7. Claim 15-22 and 24-33 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Claim 1 recites "a flow gap between 
the pressurized fluid outlet and the consumer connection". As seen in amended Figure 
1 , "3" is the consumer connection, "4" is the pressurized fluid outlet, and "10" is the flow 
gap. However, flow gap 10 is not "between" the consumer connection 3 and the 
pressurized fluid outlet 4. Rather, the flow gap is on the same side (the top) of both the 
consumer connection 3 and the pressurized fluid outlet 4. 
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8. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 22, 24 and 25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 22 introduces first and second 
opposing sides of the groove, and a base of the groove. Are these different from the 
first side, second side, and top and bottom sides of the groove as introduced in claim 
15? 

1 0. Claim 30 recites the limitation "the top side of the connection nipple", and claim 
31 recites the limitations "the bottom side of the top hat brim". There are insufficient 
antecedent bases for these limitations in the claims. (The proper antecedent bases 
were cancelled in the most recent amendment.) 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

12. Claim 15 and 18-21 as understood are rejected under 35 U.S.C. 102(b) as being 
anticipated by Voss (US 5,462,076). 
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Regarding claim 15, Voss discloses a pressure limiting valve device for protecting 
hydraulic pressure packs against an overload and hydraulic props against falling rocks 
in underground mining and tunnel construction comprising 
a valve housing (3, 34), 

a consumer connection (9) coupled to the valve housing, 

a pressurized fluid outlet (the downstream end of outlet port 19) in the consumer 
connection for allowing flow of pressurized fluid, 

a flow gap between the pressurized fluid outlet and the consumer connection (as 
understood, a seal is formed along the path of flow between entrance 15 and outlet 19), 

a movable closure (24) in the valve housing for ensuring separation of the 
pressurized fluid outlet and the consumer connection, 

a valve spring (4) in the valve housing for exerting force such that the movable 
closure is movable against the force exerted, and 

a seal (27, 32) on the movable closure (i.e., in contact with the movable 
closure; notably the seal is not claimed to be "in" the movable closure) for securing the 
flow gap, the valve housing and the consumer connection remaining connected when 
the overload occurs for discharging the pressurized fluid (members 24 and 29 move 
toward the spring to relieve pressure from entrance 15 into the outlet 19 by way of the 
housing), wherein the seal comprises a groove (32) and a seal ring (27) with limited 
flexibility (inherently), the seal ring having a first side facing the consumer connection 
(the radially outer side), a second side opposite the first side away from the consumer 
connection (the radially inner side), top and bottom opposite sides between the first side 
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and the second side, tlie groove liaving a sliape for allowing partial or total flow of the 
pressurized fluid into the groove and around the seal ring (the groove is capable of 
allowing such flow, for instance where the fluid pressure is much greater than the 
resilience of the o-ring), and wherein the seal ring is displaceable towards the consumer 
connection (i.e., radially outwardly) due to flow of the pressurized fluid on sides of the 
seal ring including the second side away from the consumer connection (pressure 
acting on the radially inner, open side of the groove, for example due to fluid from radial 
bores 26 sliding past the seal ring when the valve opens, would tend to stretch the seal 
ring in a radially outward direction, toward the first side). 

Note that the phrase "disposed in the groove without pre-stressing" has been 
interpreted as a "product-by-process limitation" (see MPEP 21 13), and accordingly this 
limitation does not distinguish over the prior art because "even though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985). In the instant case, the absence of pre-stressing during the 
process of disposing the seal ring in the groove does not necessarily result in any 
structural differences to distinguish over Voss, since the end products would not 
necessarily have been different. For instance, other unclaimed acts of stressing or 
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thermally relaxing a seal ring after it is disposed in the groove could be performed to 
achieve any state of seal ring tension which Voss may be determined to disclose. 

Regarding claim 18, Voss discloses the device to further comprise a system pressure 
fluid (at 15), wherein the groove (32) and the seal ring (27) are disposed on (i.e., in 
contact with) the movable closure (24) such that the system pressure fluid acts on the 
seal ring when the valve is in a closed position (inherently, by way of the tolerance 
between 24 and 9, which allows 24 to move within 9, and by way of radial bores 26). 

Regarding claim 19, Voss also discloses a blind hole (11) in the consumer connection, 
and connection bores (26) connecting the blind hole and the flow gap, where the groove 
(32) and the seal ring (27) partially extend into opening cross-sections of the connection 
bores (26) (when in the position shown in FIG 1 ). 

Regarding claim 20, Voss discloses the connection bores (26) to be radial bores. 

Regarding claim 21, Voss discloses the blind hole (1 1) to be disposed in a connection 
portion of the consumer connection (9)connected to the valve housing, and the radial 
bores (26) to be disposed proximal an end side of the blind hole at a height of the flow 
gap (when the valve is open). 



Claim Rejections - 35 USC § 103 
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1 3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

14. Claims 15, 18-21 , 26 and 27 as understood are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Voss. 

Regarding claim 15, Voss substantially discloses the invention as claimed. Should it be 
determined that Voss does not meet the structural implication of the product-by-process 
limitation "disposed in the groove without pre-stressing", it would have been obvious to 
one of ordinary skill in the art at the time of invention to dispose the seal ring in the 
groove without pre-stressing the seal ring (i.e., without stretching or radial expansion of 
the seal ring), for instance to ensure that the seal ring remains in the groove prior to 
insertion of the piston member (24). 

Regarding claims 18-21 , see the analyses set forth above. 

Regarding claims 26 and 27, Voss discloses the invention as claimed with exception to 
the materials from which the seal ring is formed, it would have been obvious to one 
having ordinary skill in the art at the time of invention to form the seal ring from plastic 
and/or polyamide, since it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 41&the seal ring is of plastic 
material. 
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15. Claims 16 and 17 as understood are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Voss in view of Farley (US 5,695,197). 

Voss discloses the invention as claimed with exception to the shape of the seal ring. 
Farley teaches that it was known in the art at the time of invention to form such an o- 
ring (50) with a square (and therefore also rectangular) cross-section. To predictably 
create larger sealing areas between the o-ring and the various surfaces which the seal 
ring contacts, it would have been obvious to use an o-ring with a square cross-section, 
as taught by Farley. 

16. Claims 22, 24 and 25 as understood are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Voss in view of Farley, and further in view of Albertson (US 
6,290,235). 

Regarding claim 22, Voss substantially discloses the invention as claimed, including first 
and second opposing sides of the groove (the top and bottom sides of the groove, as 
seen in Figure 1) and a base (the radially outer wall, as seen in FIG 1) between the first 
and second opposing sides. Voss does not disclose a beveled funnel-type partition 
along the first side and the base. Albertson teaches that it was known to use a beveled 
funnel-type partition (202b) along a similar first side and base to accommodate a square 
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seal (140). To similarly accommodate a square seal, it would have been obvious to use 
a beveled funnel-type partition in Voss' groove, as taught by Albertson. 

Regarding claim 24, it would have been obvious to one of ordinary skill in the art at the 

time of invention to form a second bevel, since it has been held that mere duplication of 
the essential working parts of a device involves only routine skill in the art. St. Regis 
Paper Co. v. Bemis Co., 193 USPQ 70. 

Regarding claim 25, the bevels are considered to be spacers because they space the 
seal ring from the walls. 

17. Claims 15 and 28-33 as understood are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Voss in view of de Launay (US 4,176,680). 

Regarding claims 15 and 28, Voss substantially discloses the invention as claimed, 
including a connection nipple (generally the protruding structure at the top of FIG 1) on 
the consumer connection. 

Voss discloses an inner moveable closure member (24) without a piston-type 
attachment in the movable closure, de Launay teaches that it was known in the art to 
achieve a similar valving effect using a hat-shaped movable closure (44) with a piston- 
type attachment (which defines radial bores 36) located in the movable closure. To 
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similarly achieve the valving effect required of Voss, it would have been obvious to use 
a hat-shaped movable closure with a piston-type attachment therein, as taught by de 
Launay, instead of Voss' movable closure member (24). 

Voss does not disclose the claimed seal as applied in this analysis, de Launay 
teaches a seal ring (56) and a seal groove (58) on the movable closure, where the 
groove has a first side (the radially inner side), a second side (the radially outer side), 
and top and bottom opposite sides, the groove having a shape for allowing partial or 
total flow of the pressurized fluid into the groove and around the seal ring (the groove is 
capable of allowing such flow, for instance where the fluid pressure is much greater 
than the resilience of the o-ring), and wherein the seal ring is displaceable towards the 
consumer connection (i.e., radially inwardly) due to flow of the pressurized fluid on sides 
of the seal ring including the second side away from the consumer connection (pressure 
acting on the radially outer side of the groove, for example due to back pressure 
through the valve would tend to stretch the seal ring in a radially inward direction, 
toward the first side.) It would have been obvious to use de Launay's seal ring and 
groove when using de Launay's closure member to ensure proper sealing of the valve. 

Regarding claim 29, Voss discloses outlet ports (19) connected to the pressurized fluid 
outlet, wherein the flow gap extends to the outlet ports. 
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Regarding claims 30-32, it would have been obvious to utilize a rounded corner and 
different shaped edges on the piston and seal ring, since such a modification would 
have involved a mere change in the shape of a component. A change in shape, without 
more, is generally recognized as being within the level of ordinary skill in the art. In re 
Dailey, 357 F.2d 669, 149 USPQ 457 (CCPA 1966). 

Regarding claim 33, de Launay discloses the movable closure (44) to comprise a top 
hat portion (the top of member 44), a spring disk (the radially extending portion of 
member 44), and a top hat brim (the downwardly extending portion which extends from 
the spring disk) moveable over radial bores (36) against the force of a similar valve 
spring. Where Voss is modified by de Launay, a bottom side of de Launay's top bat 
brim and a top side of Voss' connection nipple would enclose the flow gap. 

Response to Arguments 

18. Applicant's arguments with respect to claim 15 have been considered but are 
moot in view of the new ground(s) of rejection. Voss discloses the argued features as 
mapped above. (It is noted that de Launay's element 16 (instead of 168), was mapped 
to the claimed "seal ring" in the preceding rejection. However it is believed that the 
nature of this typographical error should have been readily understood since element 
168 is described as a seal ring, and element 16 is described as a bore annular surface. 
The argument is moot however because de Launay is no longer relied upon in this 
manner) 
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Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to WILLIAM MCCALISTER whose telephone number is 
(571)270-1869. The examiner can normally be reached on Monday through Friday, 9-7. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robin Evans can be reached on 571-272-4777. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/WILLIAM MCCALISTER/ 
Examiner, Art Unit 3753 

4/8/2010 



/Robin O. Evans/ 

Supervisory Patent Examiner, Art Unit 3753 



